[ 



UNfTED 8TA*^ DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

Address: C0^4MBaONBR OF PATBsfTS AND TRADEMARKS 
Washington, D.C. 2QS31 



APnjCATION NUMBER 



T 



RUNG DATE 



I 



FIRST NAtlED APPLICANT | 



ATTORNEY DOCKET NO. | 



OS/497, 332 06/29/95 I'VIR 

32M1/1002 

SKJERVEN MORRILL MACPHERSON FRANKLIN 
AND FRIEL 

25 METRO DRIVE SUITE 700 
SAN JOSE CA 95110 



MORGAN^ E 



EXAMINER 



ART UNIT 



DATEMAafD: 



I 



PAPER NUMBER 



10/02/96 



This is a oommunicalion from the examiner in charge of your appBcatkm 
COMMISSIONER OF PATEm^ AND TRADEMARKS 

t 

OFRCE ACTION SUMMARY 

Re^nslve to commun{catk>n(6) filed on 
This action ts RNAL. 

□ Slfffiethis application Is in condition for aUowance except for formal nrwtters. prosecution as to the merits is closed in 
accordance wtth the practice under Ex parte Quayte. 1 935 D.C. 1 1 ; 453 O.G. 213. 

A shortened stahJtory period for response to this action is set to expire . monthfs) or thirty days 

whichever longer, from the mailing date of this communication. Failure to respond within the period for response will cause 
^ become abandoned. (35 U.S.C. § 1 33). Extensions of time may be obtained under the provisions of 37 CFR 

l.i3o(a). 

Disposition of Claims 

^ ^^'"(8) ^ Is/are pending In the application. 

Of the above, ctalm(s) ^ ,a/are withdrawn from consideration. 

° is/are aUowed. 

° ■ : la/are rejected. 

° -^(^J . Is/are ot>iected to. 

^ Claims 1 — Uf. _ _ are subject to restriction or election requirement. 

Appllcatlon Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawlng(s) filed on . ^ 13/3^ objected to by the Examiner. 

□ The prtoposed drawing correction, filed on Q approved □ disapproved. 

□ The spedficatJon is objected to t}y the Examiner. 

□ The oath or declaration Is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 

□ Adtnowlodgement is made of a dalm for foreign priority under 35 U.S.C. § 119(aHd). 

□ Ail □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ receded. 

□ recehred in Application No. (Series Code/Serial Number) 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)), 
•Certified copies not received: 



□ Acknowledgement Is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
Attachm«nt(s) 

□ Notice of Reference Cited, PTO-892 

□ Information DIsdosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review. PTO-948 

□ Notice of Informal Patent Application. PTO-152 

_ , - SEE OFFICE ACTION ON THE FOLLOWING PAGES - 

PTOL-326 (Rsv. ions) 
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Art Unit: 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

L Claims 1-10,13-16, drawn to measuring the thickness of a wafer, classified in 

class 451, subclass 6. 
n. Claims 1 1,12, drawn to a method of placing a wafer in water, classified in 

class 437, subclass 984. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions I and 11 are unrelated. Inventions are unrelated if it can be shown that they are not 
disclosed as capable of use together, or they have different modes of operation, or they have 
different functions, or they have different effects. (MPEP § 806.04, MPEP § 808.01). In the 
instant case the different inventions modes of operation. Group I measuring a thickness of a 
wafer and Group 11- placmg wafer into water without bubbles. 

3. Because these inventions are distmct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

4. A telephone call was made to Mr. Gunnison on September 16, 1996 to request an oral 
election to the above restriction requirement, but did not result in an election being made. 

5. Applicant is advised that the response to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 

CFR 1.143). 



f 



Serial Number: 08/497,382 Page 3 

Art Unit: 

6. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a diligently-filed petition under 37 

CFR 1.48(b) and by the fee required under 37 CFR 1.17(h). 

7. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Eileen Morgan whose telephone number is (703) 308-1743. 




Eileen Morgan 
Patent Examiner 
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October 1, 1996 



